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Opinion by Rice, Admnistrative Trademark Judge:
An intent-to-use application has been filed by Randy
Bul ler, an individual, to register the mark PARTS AUTHORI TY

(PARTS disclained) for retail store services and



di stributorship services dealing in autonobile parts,
suppl i es and accessories.?

Regi strati on has been opposed by The Sports Authority,
Inc., now by assignnent and change of nane Intelligent

Sports Inc.?

As grounds for its opposition, opposer asserts
essentially that it is engaged in the business of marketing,
through its national chain of retail outlets, “various
products and services;”® that since prior to applicant’s
filing date, opposer has used the trade name THE SPORTS

AUTHORI TY, and trademarks fornmed or dom nated by the term

1 Application Serial No. 74/461,113, filed November 22, 1993
under the provisions of Section 1(b) of the Trademark Act of
1946, 15 U.S.C. 81051(b), based on applicant’s assertion of a
bona fide intention to use the mark in comerce.

> The record shows that the marks pleaded by the origina
opposer, The Sports Authority, Inc., were thereafter assigned to
TSA, Inc., which changed its nane to Intelligent Sports Inc.

and that Intelligent Sports Inc. has |licensed use of the marks
back to The Sports Authority, Inc. In an action dated April 17,
1996, Intelligent Sports Inc. was joined as party plaintiff
herein pursuant to a stipulation submtted by the parties.

I nasmuch as the discovery and testinony periods have now cl osed,
we hereby substitute Intelligent Sports Inc. for The Sports
Authority, Inc. as party plaintiff. See TBMP 8512.01. The
Trademark Trial and Appeal Board Manual of Procedure (TBMP)
(Stock No. 903-022-00000-1) is available for a fee fromthe
Superi ntendent of Documents, U. S. Governnent Printing Ofice,
Washi ngton, D.C. 20402. (Tel ephone (202) 512-1800). It is also
avail able for a fee fromthe Patent and Trademark O fice’s

O fice of Electronic Information Products in the formof a CD
ROMtitled “Trademarks Assist.” (Tel ephone (703) 306-2600).
Finally, it is available on the global conputer network at
http://ww. uspt o. gov/ web/ of fi ces/dcom ttab/tbnp/.

® The notice of opposition fails to identify the types of goods

and services marketed by opposer. In order to give an applicant
fair notice of the basis for its claim an opposer asserting
Section 2(d) (e.g., likelihood of confusion with a mark

regi stered and/ or previously used by opposer) as a ground for
opposition should specify in its pleading both the mark or marks



AUTHORI TY, including THE SPORTS AUTHORI TY, THE KNI FE
AUTHORI TY, THE BAG AUTHORI TY, and THE LOW PRI CE AUTHORI TY,
in connection with its marketing activities; that opposer
owns four U S. trademark registrations for certain of its
mar ks; * that opposer’s goods and services provi ded under its
trade nane and trademarks have been extensively and

conti nuously nmarketed and pronoted throughout the United
States, with resulting w despread recognition of opposer’s
trade nane and trademarks; and that applicant’s mark PARTS
AUTHORI TY, as used in connection with applicant’s specified
services, so resenbl es opposer’s trade nane and trademarks
as to be likely to cause confusion, or to cause m stake, or
to decei ve.

Applicant, in his answer to the notice of opposition,
has denied the salient allegations contained therein. 1In
addi tion, applicant has asserted affirmatively that, inter
alia, there are nunerous nmarks, registered and unregistered,
whi ch incorporate the word AUTHORI TY, such that the word
| acks the distinctiveness to create a |ikelihood of
conf usi on between opposer’s marks and applicant’s mark.

The record consists of the pleadings; the file of the

opposed application; status and title copies of seven

relied on and the goods or services in connection with which the
mar k(s) is/are used.

* The notice of opposition specifies the nunbers of the four

regi strations, but not the marks and goods or services covered
thereby; no copies of the registrations were attached to the

pl eadi ng.



regi strati ons owned by opposer, the discovery deposition
(and attached exhi bits) taken by opposer of applicant Randy
Bulller, applicant’s responses to opposer’s interrogatories
1-59, and copies of two trademark search reports, all |isted
in opposer’s notice of reliance;” and the testinony
deposition of Mchael Lisi, Vice President, General Counsel,
and Secretary of Intelligent Sports Inc., in behalf of
opposer. The parties have briefed the case, but did not
request an oral hearing.

Opposer’s record shows that opposer (except as
ot herwi se indicated, the term “opposer” is used herein to

refer collectively to The Sports Authority, Inc. and its

®> The trademark search reports were produced by applicant in
response to opposer’s request for production of docunents. A
party whi ch has obtai ned docunments from another party pursuant
to a request for production of documents may not make the
docunents of record by notice of reliance al one, except to the
extent that they are admissible by notice of reliance under the
provi sions of Trademark Rule 2.122(e), 37 CFR §2.122(e), which
relates to printed publications of general circulation and
official records. See Trademark Rule 2.120(j)(3)(ii), 37 CFR
82.120(j)(3)(ii). Inasnmuch as the trademark search reports are
nei ther printed publications of general circulation nor official
records, they are not adm ssible by notice of reliance.

Mor eover, the Board will not consider copies of a search report
of information taken froma private conpany’ s data base as
credi bl e evidence of the existence of the registrations listed
therein. In order to make third-party registrations of record,
soft copies of the registrations thenselves, or the electronic
equi val ent thereof, i.e., printouts of the registrations taken
fromthe electronic records of the Patent and Trademark Office’s
own data base, must be submitted. See In re Smth and Mehaffey
31 USPQ2d 1531 (TTAB 1994); In re Weyerhauser Co. v. Katz, 24
uUsP@d 1230 (TTAB 1992); and TBMP 8703.02(b). However,
applicant has not objected to the adm ssion of the search
reports but rather has treated them as bei ng of record.
Accordingly, we deemthe search reports, and the registrations
mentioned therein, to be of record by stipulation of the
parties.



successor, Intelligent Sports Inc.) was fornmed in 1987 for

t he purpose of establishing a chain of category killer
sporting goods stores, i.e., large stores (of approximately
40, 000 square feet) featuring a w de assortnent of sports
equi pnent, from footwear and apparel to hard goods, with
everyday |l ow prices and a high degree of service. The first
store was opened, under the mark THE SPORTS AUTHORITY, in
Novenber 1987 in Ft. Lauderdale, Florida. The chain grew
rapidly, and by the tine of opposer’s testinony period, in
March of 1996, opposer had beconme the world s largest full-
line sporting goods retailer, with 131 THE SPORTS AUTHORI TY
stores |l ocated throughout the United States, including New
York (where applicant is |located). The mark is used on
store signs and enployee uniforns. |In addition, every item
of merchandi se sold in the store has a hang tag and/or a
price sticker bearing the mark.

Opposer’s advertising and pronotional activities (e.qg.,
print advertising, television and radi o advertising, sports
sponsorshi ps, and bill boards) in connection with THE SPORTS
AUTHORI TY stores have been quite extensive, with total
expenditures anounting to nore than $150 mllion for the
ei ght-year period running from 1988 through 1995. (Qpposer’s
sal es under the mark for the same period totaled well over
$3 billion. Mreover, opposer and its stores have been the

subject of a |arge nunber of unsolicited articles over the



years. In short, the evidence of record indicates that THE
SPORTS AUTHORI TY has becone a very well known mark for
opposer’s retail store services featuring sporting equi pnent
and cl ot hi ng.

In connection with its retail sporting goods store
servi ces, opposer uses not only its house mark THE SPORTS
AUTHORI TY, but al so other marks conprising or containing the
term AUTHORI TY, used to identify certain aspects of
opposer’s services. Exanples of these marks include THE SKI
AUTHORI TY; THE BASKETBALL AUTHORI TY; THE GOLF AUTHORI TY; THE
BAG AUTHORI TY; THE KNI FE AUTHORI TY; THE SHOE AUTHORI TY; and
THE FOOTWEAR AUTHORI TY.

Qpposer’s record includes copies of a nunber of
U S. trademark registrations which it owns. The registered
mar ks are THE SPORTS AUTHORI TY® ( SPORTS di scl ai ned) and THE
SPORTS AUTHORI TY and desi gn’ ( SPORTS di scl ai med), as shown

bel ow,

6 Reg. No. 1,527,526, issued Feb. 28, 1989 from an application
filed June 27, 1988; Section 8 affidavit accepted.

7 Reg. No. 1,529,035, issued March 7, 1989 from an application
filed June 27, 1988; Section 8 affidavit accepted; Section 15
affidavit received.



T HE

AUTHORITY

both for retail store services featuring sporting equi pnent
and cl ot hing; THE SPORTS AUTHORI TY ( SPORTS di scl ai ned) for
| adi es’ apparel, nanely, shirts, and nen’s apparel, nanely,
hats, visors, pants, shirts, shorts and swi mtrunks;?
AUTHORI TY for apparel, nanely, rainwear, jackets, coats,
suits, slacks and vests;® THE SKI AUTHORITY for retail store
services featuring ski equiprment and clothing; ! THE LOW
PRI CE AUTHORITY for retail store services conprising the
sal e of sporting goods and equi pnent, footwear and

cl ot hing; ! and THE BAG AUTHORI TY (BAG di scl ai ned) for
athletic bags, drawstring bags used for sleeping bags and

floor mats, duffel bags and soft |uggage.® |n addition

8 Reg. No. 1,821,430, issued Feb. 15, 1994 from an application
filed March 1, 1993.

° Reg. No. 1,245,417, issued July 12, 1983 from an application
filed May 24, 1982; Section 8 affidavit accepted; Section 15
affidavit received.

1 Reg. No. 1,688,221, issued May 19, 1992 from an application
filed Nov. 19, 1990.

1 Reg. No. 1,937,000, issued Nov. 21, 1995 from an application
filed Nov. 4, 1994.

2 Reg. No. 1,938,392, issued Nov. 28, 1995 from an application
filed Nov. 4, 1994.



the record indicates that at the tine of its testinony

peri od, opposer owned a | arge nunber of pending applications
to register marks containing the term AUTHORI TY, i ncl udi ng
THE KNI FE AUTHORI TY, THE BI CYCLE AUTHORI TY, RUNNI NG
AUTHORI TY, | N-LI NE AUTHORI TY, SHCE & APPAREL AUTHORI TY,
FOOTVEAR AUTHORI TY, HOCKEY AUTHORI TY, FI TNESS AUTHORI TY, and
ot hers.

During its testinony period, opposer also filed an
intent-to-use application to register the mark PARTS
AUTHORITY for retail outlets featuring sporting goods and
equi pnent and parts, conponents and materials for use with
the same; rental of sporting goods and protective clothing
and equi pnent. Qpposer’s witness, M. Lisi, testified that
fromthe beginning, opposer has sold parts for skis,
firearms, and in-line skates, as well as for equipnent for
the racket sports, golf, and tennis; that these sal es have
been “heavy;” that for several years, opposer’s senior
managers have been discussing the need to put together one
area in its stores which would be a tech center or a parts
and service center; and that PARTS AUTHORITY is exactly the
ki nd of mark opposer needs and shoul d be using.

Finally, the record shows that in approximately 40
i nstances, opposer has taken action, ranging froma cease
and desist letter to an opposition in the U S. Patent and

Trademark OFfice to a federal civil action, with respect to



what it considered to be infringing uses of marks containing
the term AUTHORI TY. Twelve of these, including the present
opposition proceeding, were still pending at the tine of M.
Li si’s deposition. The remai nder had apparently been
resolved in a manner favorable to opposer.?*®
As a result of opposer’s discovery efforts, the record
contains information concerning applicant and the mark he
seeks to register. Applicant is the president of Pro Parts,
Inc. (hereafter “Pro Parts”), a corporation forned in 1984.
Pro Parts is engaged in the business of selling autonobile
repair parts to autonotive repair shops, deal erships,
fleets, etc. The conpany purchases these parts from
manuf acturers and sells them (still bearing the
manuf acturers’ marks) to the autonotive aftermarket. Pro
Parts also sells repair-related equi pnent such as hydraulic
lifts, wheel alignnent machi nes, brake |athes, etc.
Affiliated with Pro Parts are four other conpanies
which, like Pro Parts, are engaged in the distribution of
autonotive parts. These four conpanies, i.e., Cearway
Aut onotive, Inc., Clearway Foreign, Inc., Clearway Auto

East, Inc., and Accurate Autonotive, Inc., are essentially

3 We note that opposer, in its brief on the case, has included
updated i nformati on concerning its policing efforts, the nunber
of stores it has, its applications and registrations, etc.

I ndeed, opposer’s briefs are replete with facts not included in
the record. Factual evidence cannot be introduced through a
brief. Only those facts which are supported by evi dence
properly submtted during the testinony periods can be
considerred in our determnation of this case.



owned and run by relatives of applicant. Applicant hinself
is not an officer or sharehol der of any of the four, nor is
he affiliated wwth them However, the four conpani es and
Pro Parts operate cooperatively. Al five conpanies are

| ocated in the state of New York, and do virtually all of
their business in that state, although there is sone
spillover into New Jersey and Connecti cut.

According to applicant’s discovery responses, the mark
PARTS AUTHORI TY has been in use since Decenber of 1993. The
mar k was chosen by applicant, who for sone tinme had been
| ooking for a way to give a common identity to all the
conpani es, while keeping their individual identities intact.
Applicant testified that he went into one of opposer’s THE
SPORTS AUTHORI TY stores in 1990 or 1991, and that he thought
he was famliar with opposer’s mark when he selected the
mar Kk PARTS AUTHORI TY.

Use of the mark PARTS AUTHORITY is nmade not by
applicant hinself but rather by Pro Parts and the four
affiliated conpanies. There is no witten agreenent between
appl i cant and any of the conpani es concerning use of the

mark. Rather, applicant just told themto use it.

4 Applicant’s answers to opposer’s interrogatories 1 and 58
state that applicant has orally granted the right to use the
mark to yet another conpany, Parts Authority, Inc., a New York
corporation of which applicant is president; that use of the
mar k has been through this corporation, “the business of which
is that of an autonotive parts distributor which primarily sells
autonotive parts manufactured by third parties to auto repair
shops and professional nmechanics”; that applicant exercises



The five conpanies do very little advertising, and
never advertise in magazi nes or newspapers or on television
or radio. The mark PARTS AUTHORITY is used by the conpanies

> on invoices, on the side of a

in answering the phone,*
delivery truck used by Pro Parts, Inc. and C earway

Aut onotive, Inc., on T-shirts (and possibly also on hats,
sweat shirts, and candy) given away by the conpanies from
tinme to time as pronotional itens, and on conpany nane and
phone nunber stickers distributed by the conpanies to their
custoners for posting near the custoners’ tel ephones. The
mar k was al so used on a mailer sent out by Pro Parts, Inc.
when it opened a new store in 1994. |In addition, the five
conpani es held a trade show on April 25, 1995 and used the
PARTS AUTHORI TY mark on the trade show invitations,

literature, and signage. Finally, during the year preceding

the taking of applicant’s deposition on COctober 19, 1995,

control over the quality of services rendered under the mark by
way of such agreenent and “insofar as Applicant controls” the
corporation; and that use of the mark by this conpany has inured
to applicant’s benefit. However, applicant stated at his

di scovery deposition that he didn’t know whet her he was
president of Parts Authority, Inc.; that his grant to that
conpany of the right to use the mark was very informal; that the
conpany has no business activity; that within the two nonths
prior to the deposition, the other conpanies set up a checking
account for Parts Authority, Inc.; and that that company has one
or two enpl oyees paid out of that account who do work that
benefits all of the conpanies. It is clear fromthis testinony
that Parts Authority, Inc. is a shell corporation which has not
yet engaged in any commercial activity and has not nade any use
of the mark PARTS AUTHORITY in connection with the distribution
of autonotive parts.

> Each conpany answers the phone with the statement, “Thank you
for calling [conmpany nane], your parts authority.”



Cl earway Autonotive, Inc. began to stanp the mark PARTS
AUTHORI TY on sone of the parts which it distributes.

Applicant is not aware of any instances of confusion,
m st ake, or deception as to source arising fromapplicant’s
use of the mark PARTS AUTHORITY in connection with retai
store services and distributorship services dealing in
autonotive parts, supplies, and accessories.

The 1995 tradenmark search report produced by applicant
in response to opposer’s request for production of
docunents, and nmade of record by opposer’s notice of
reliance (see footnote 5), indicates that a nunber of marks
containing the term AUTHORI TY have been registered by third
parties.'®

Qpposer’s priority of use of the marks THE SPORTS
AUTHORI TY, THE SPORTS AUTHORI TY and desi gn, AUTHORI TY, and

THE SKI AUTHORI TY, for the goods and services listed inits

' The marks in the third-party registrations include TWO WHEEL
TRANSI T AUTHORITY for, inter alia, bicycles, parts, and
accessories therefor, shirts, shorts, hats, jackets, shoes, and
retail store services in the fields of bicycles, bicycle tools,
cl ot hing, and accessories; MOBILE AUTHORI TY for autonotive
stereo equi pnent; THE TRAVEL AUTHORI TY for marketing consulting
services rendered to travel agencies; AUDI O AUTHORI TY and desi gn
for, inter alia, switching and denonstrati on apparatus used to
sel ect, control and conpare audi o and visual signhals to and from
el ectronic entertai nment products; THE CRU SE AUTHORI TY for
services of a travel agency specializing in arranging cruises;
THE DSP AUTHORI TY for add-on conputer circuit boards, conputer
interface units, and parts for the foregoing; PORT AUTHORITY for
m croprocessor and el ectronic swi tching control devices;
AUTHORI TY for residential and comrercial |ock sets; SOUTH JERSEY
TRANSPORTATI ON AUTHORI TY for adm nistration and operation of

hi ghways, airports and parking lots; H GHER AUTHORI TY



registrations thereof, is established by the evidence of
record. Moreover, the issue of priority does not arise in a
proceedi ng such as this against an opposer’s registered mark
or marks. See King Candy Co. v. Eunice King' s Kitchen,
Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974). Here,

opposer has made of record not only its registrations for
these four marks but also its registrations for the marks
THE BAG AUTHORI TY and THE LOW PRI CE AUTHORI TY. Thus, the
issue to be determned herein is the issue of |ikelihood of
confusi on, including whether opposer has a famly of marks
wi th the AUTHORI TY sur nane.

We turn first to opposer’s contention that it owns a
famly of marks characterized by the term AUTHORI TY. The
“fam |ly” of marks doctrine has applicability in those
situations where, prior to a defendant’s first use of its
chal | enged mark containing a particular feature, the
plaintiff had established a fam |y of marks characterized by
that feature, so that the defendant’s subsequent use of its
mark containing the feature for goods or services which are
simlar or related to plaintiff’s will cause the rel evant
purchasi ng public to assune that defendant’s mark is yet
anot her nmenber of the plaintiff’'s famly. See Bl ansett
Phar maceutical Co. Inc. v. Carnrick Laboratories Inc., 25

USPQ2d 1473 (TTAB 1992); Econo-Travel Mdttor Hotel Corp. v.

PRODUCTI ONS for television show production services; and THE



Econ-O Tel of Anmerica, Inc., 199 USPQ 307 (TTAB 1978); and
Porta-Tool, Inc. v. DND Corp., 196 USPQ 643 (TTAB 1977). It
is well settled that nerely adopting, using, and registering
a group of marks having a feature in common for simlar or
rel ated goods or services is insufficient to establish, as
agai nst a defendant, a claimof ownership of a famly of

mar ks characterized by the feature. Rather, it nust be
denonstrated that prior to the defendant’s first use of its
chal | enged mark, the various marks said to constitute the
plaintiff's famly, or at |east a good nunber of them were
used and pronoted together in such a nmanner as to create
anong purchasers an associ ation of common ownership based
upon the famly characteristic. See J & J Snack Foods Corp.
v. McDonald s Corp., 932 F.2d 1460, 18 USPQd 1889 (Fed.

Cr. 1991); Hester Industries Inc. v. Tyson Foods Inc., 2
USP2d 1646 (TTAB 1987); and Canbridge Filter Corp. v.
Servodyne Corp., 189 USPQ 99 (TTAB 1975).

In the present case, opposer has made of record a | arge
nunber of print advertisenents in which it has used the mark
THE SPORTS AUTHORI TY or THE SPORTS AUTHORI TY and design with
anot her designation containing the term AUTHORI TY, such as
GOLF & TENNI S AUTHORI TY, BASKETBALL AUTHORI TY, TEAM SPORTS
AUTHORI TY, YOUR OUTERWEAR AUTHORI TY, HUNTI NG AUTHORI TY,
HOCKEY AUTHORI TY, SHCE AND APPAREL AUTHORI TY, FOOTWEAR

TIRE AUTHORI TY for retail tire store services.



AUTHORI TY, and YOUR FI TNESS AUTHORI TY. This is certainly a
type of use which may serve to create a famly of narks.
However, it appears that virtually all of the advertisenents
were run in 1994 or 1995, that is, at a date subsequent to

t he Novenber 22, 1993 filing date of applicant’s involved
application. Sone of the advertisenents are in Spanish,
havi ng been run in Spani sh speaking areas of the United
States. There is no translation of these advertisenents, so
we cannot tell what AUTHORI TY designation, if any, may have
been used in themin addition to the mark THE SPORTS
AUTHORI TY (which appears in English in all of the Spanish
advertisenments). There are two Spani sh advertisenents which
do include, in English, the designation THE SKI AUTHORI TY,
and whi ch appear to have been run in 1990, in one case, and
in 1991, in the other.' However, there is no testinony to
that effect. Mreover, even if their dates were prior to
applicant’s Novenber 22, 1993 filing date, these two
advertisenments al one would be insufficient to prove that
opposer had established a fam|ly of AUTHORI TY nmarks prior to
such date. Because opposer’s evidence is insufficient to
show t hat opposer established a famly of AUTHORI TY narks
prior to applicant’s filing date, the issue of |ikelihood of

confusion nust be determ ned by conparing applicant’s mark

" The dates on many of the Spanish advertisenents are uncl ear.



wi th each of opposer’s registered marks consi dered
i ndi vi dual | 'y. *8

The nost pertinent of opposer’s marks is the mark THE
SPORTS AUTHORI TY, the strongest of opposer’s marks by reason
of opposer’s extensive use and pronotion thereof, and the
mark to which nost of opposer’s evidentiary record is
devoted. There can be no doubt that THE SPORTS AUTHORI TY is
very well known as a mark for opposer’s retail store
servi ces featuring sporting equi pment and cl ot hi ng. *°
However, applicant’s mark PARTS AUTHORITY is readily
di stingui shable fromthe mark THE SPORTS AUTHORI TY in sound,
appearance, and neaning. Moreover, opposer has failed to
show that the services in connection with which applicant
uses his mark, nanely, retail store services and
di stributorship services dealing in autonotive parts,
supplies and accessories, are related in any neani ngful way
to opposer’s retail store services featuring sporting

equi prent and cl ot hi ng. ?° Consi dering the substantia

8 OfF course, opposer is also entitled to rely upon each mark as
to which it has proved priority of use. However, there is no
evi dence of prior use of any of opposer’s unregistered marks.

¥ I ndeed, applicant concedes, on page 10 of its brief, that the
mar k THE SPORTS AUTHORITY is a strong mark.

20 W find totally unpersuasive opposer’s argument, on page 27 of
its main brief, that “Applicant’s goods, i.e. autonobile

repl acement parts, are identical to many goods sold by [opposer]
such as part [sic] for bicycles, in-line skates, skateboards and
ot her nodes of transportation.” W also note that the record is
devoi d of evidence that the autonotive parts market is within
opposer’s area of natural expansion.



differences in both the marks and the services of the
parties, we conclude that there is no |ikelihood of
conf usi on.

Al t hough opposer’s regi stered mark AUTHORI TY bears nore
simlarity to applicant’s mark PARTS AUTHORI TY than does the
mar k THE SPORTS AUTHORI TY, the clothing itenms for which this
mark is registered so differ fromapplicant’s specified
services as to preclude likelihood of confusion.

Simlarly, applicant’s mark and services so differ from
the marks and goods or services in opposer’s other
registrations that there clearly is no |likelihood of
confusion by reason of their contenporaneous use. %

For the foregoing reasons, we conclude that opposer’s

opposition is not well taken.?

2 In their briefs on the case, opposer and applicant argue over
whet her there is evidence of third-party use, with opposer
contending, correctly, that the third-party registrations are
not evidence that the marks shown therein are in actual use, and
applicant urging that the record contains not only the third-
party registrations but al so opposer’s own evidence as to third-
party uses against which it has taken action. W need not

di scuss this question, however, because the cunul ative

di fferences between the marks and services/goods involved in
this case are such that we would find that there is no

i keli hood of confusion even if there were no evidence of any
third-party use of marks containing the term AUTHORI TY.

2 1nits brief on the case, opposer asserts that applicant has
abandoned his mark through naked |icensing. However, this issue
was not pleaded by opposer as a basis for opposition. Moreover,
we conclude that it was not tried with the inplied consent of
applicant, because the record does not show that applicant was
fairly apprised, prior to or during the trial period, that
opposer intended to assert this additional ground for

opposition. See, in this regard, TBMP 8507.03(b), and cases
cited therein. In addition, it nmust be renenbered that
applicant’s application is an intent-to-use application, and



Deci sion: The opposition is dism ssed.

J. E. Rice

G D. Hohein

P. T. Hairston

Adm ni strative Tradenmark
Judges, Trademark Tri al
and Appeal Board

that no use is required of applicant at this point. However, in
the event that applicant ultimately prevails in this proceeding,
and subsequently files a statenment of use, it is recomrended
that the Exam ning Attorney nmake further inquiry concerning use
of the mark to determ ne whether applicant is, in fact, the
owner of the mark and, if use is then being made through the
various conpani es nenti oned above, whether such use is
controlled by applicant. Also, if use is nade through conpanies
whose use assertedly inures to the benefit of applicant,
appl i cant nust anmend his application to so state. See Trademark
Rul e 2.38, 37 CFR 82. 38.



